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Claims 1-3, 9-15, 34, 35, and 40-50 are under consideration. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made. 

Claims 1-3, 9-15, 34, 35, and 40-50 are rejected under 35 U.S.C. 103 as being 
unpatentable over Hamade et ai (IDS: reference AF, EP-0866103 A1) in view of US 
patent 5,770,188 ('188, Hamade et a/.), Hansen et ai [J. Biol. Chem. 272 (17), April 25, 
1997, pages 11581-11587] and James et ai [J. Food Biochem. 1997, 21, 1-52] for the 
reasons set forth in the prior Office action mailed May 25, 2007. 

Claims 1-3, 9-15, 34, 35, and 40-50 are rejected under 35 U.S.C. 103 as being 
unpatentable over Hamade et ai (IDS: reference AF, EP-0866103 A1) in view of US 
patent 5,770,188 ('188, Hamade et a/.), U. S. Patent 6,251,626 B1 [626 patent, 
Stougaard et ai] and James etai [J. Food Biochem. 1997, 21, 1-52]. 

In response to the above rejection, Applicants reiterated their previous 
arguments and assert that Hamade et ai do not teach the claimed composition because 
Hamade et ai do not teach or suggest the two-enzyme composition, and the orther two 
references do not remedy the delicacies of Hamade et ai 

Applicants arguments filed 9/24/07 have been fully considered, but they are 
found unpersuasive. The examiner disagrees. In response to applicant's arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

The cited prior art contain specific suggestion of the claimed invention (Hamade 
et ai) and the inclusion of glucoamylase in antifouling composition. Hamade et ai 
indicated that the substrate in the antifouling composition could be either one that is 
added to the composition directly or that was generated by one or more enzymes in the 
composition. See Hamade et ai page 3, lines 38-46. Thus, Hamade et ai have 
provided at least a suggestion to the ordinary skill in the art, if not taught the two 
enzymes system. As indicated in the previous Office action, the '188 patent which 
teaches a stable and durable antifouling composition comprising amyloglucosidase and 
starch was added to provide a nexus between amyloglucosidase and antifouling 
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composition and expectation of success from the same art of antifouling composition. 
The teaching of the '188 patent should overcome any doubt the applicants may have 
about the obviousness of their invention. Applicants assert that James et al. is of 
different art, i.e., food biochemistry, and that one of ordinary skill in the art would not 
have looked at. The examiner disagrees in view of the ability of the ordinary skill in the 
art to search electronic databases using commercially available search engines such as 
STN. As pointed out by applicants, James et al. is review article about the use of 
glucoamylases in industry and the commercial availability of various glucoamylase with 
various properties. One of ordinary skill in the art at the time of invention would have 
found James et al. and identify it as art of interest regarding the antifouling composition. 

Applicants argue that, to produce a two-enzyme system as alleged by the 
examiner would require a skilled person to choose to produce a more complex and 
more expensive system without providing any reasons or advantages that the system is 
worthwhile, and without providing any reasonable expectation that a second enzyme 
may be successfully included. Applicants' statement is inaccurate and unjustified. 
Once again, Hamade et al. teach at least two-enzyme system on page 3, line 38-46. 
The suggestion made by Hamade et al. indicates that such a composition is desirable 
and would have given one of ordinary skill in the art reasonable expectation of success. 
Applicants have provided no evidence or any reasonable argument as why one of 
ordinary skill in the art would doubt the teaching of Hamade et al. and why the ordinary 
skill in the art would not have had expectation of success. The prior art taken together 
provides one of ordinary skill in the art with the motivation, the knowledge, and 
expectation of success. Thus, the claimed invention was within the ordinary skill in the 
art to make and use at the time was made and was as a whole, clearly prima facie 
obvious. 

No claim is allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of, the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nashaat T. Nashed, Ph. D. whose telephone number is 
571-272-0934. The examiner can normally be reached on MTWTF. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kathleen K. Bragdon can be reached on 571-272-0931. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Nashed/ 

NashaatT. Nashed, Ph. D. 
Primary Examiner 
Art Unit 1656 



